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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore CAROFF, GARRI S, and ROBI NSON, Admi nistrative Patent
Judges.

CAROFF, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clainms 1-17 and 34-48, all of the pending clains in the

i nvol ved application.

! Application for patent filed Novenmber 15, 1991.
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L. A compound of the formula

+ +

a1k3N—[CR1R2CR30HCR 4R5~N-ALK,C nHZno-]-p G (p+DAn

wherein each alk is independently alkyl of 1-8 carbon atoms; each of Rl’ Rz, R3, R 4
and R, is independently H or alkyl of 1-8 carbon atoms; each ALK is independently
alkyl of 1-8 carbon atoms; n is 2-5; G is H, CRIRZCR3OHCR‘ R.X or

475
= . > 3
CRIRZCR3CR4R50; X is Cl, Br or I; p is 1-10 and An is an anion; provided that the

compound is soluble in water.

The clained invention relates to a cationic conpound
having a single primary hydroxyal kyl noiety and certain
derivatives thereof. Cdaim1, the sole independent claim is

illustrative:

Al'l of the clains on appeal stand rejected for obvi ousness
under 35 USC 8§ 103 over the followng single prior art
ref erence:

Logi n 4,812, 263 March 14, 1989
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Based upon the record before us, we agree with appellants

that the exam ner has failed to present a prinma facie case of

obvi ousness. Accordingly, we are conpelled to reverse the
rejection at issue.

The Logi n reference does discl ose bis-quaternary anmoni um
conmpounds whi ch generically enconpass conpounds defined by the
instant clains wherein "G' is hydrogen and "p" is 1. However
as indicated by appellants in their brief, there appears to be
nothing in Login which would provide a person of ordinary
skill in the art with the requisite notivation to select an
asymmetric conpound having a single primary hydroxyal kyl
noi ety fromthe nyriad of possible conmpounds covered by
Login's generic formula. Appellants' specification (p.1,

I ines 10-23) suggests using the clainmed cationic nonoprimry
al cohol in preparing a cationic starch in order to avoid
undesired cross-linking. 1In contrast, Login does not even
address this cross-linking problem |et al one suggest that one
shoul d sel ect a nonoprimary al cohol grouping, in particular,
for this or any other purpose.

The fact that a cl ai med conpound or subgenus nay be
enconpassed by a generic fornula disclosed in the prior art
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does not by itself render that conpound or subgenus obvi ous.
Factors which mlitate against a finding of obviousness here
are elucidated in the line of cases represented by In re

Baird, 16 F.3d 380, 382, 29 USPQ 2d 1550, 1552 (Fed. GCir

1994). As in Baird, we are confronted with a prior art
generic formula enconpassi ng a vast nunber of potential bis-
guat ernary anmmopni um conpounds.

Al so, the subgenus defined by appellants' clains is of
substantially narrower scope.

Additionally, as we have previously noted, appellants
have di sclosed that their nonoprimary al cohols are
particularly suited for preparing cationic starch while
avoi di ng the problem of undesirable cross-linking, a problem
encountered in the prior art but not addressed by Login.

Al t hough we do not agree with appellants that Login
expresses a preference for symetrical conpounds or for
substituents of nore than 12 carbon atons, this in no way
alters our conclusion that the exam ner has failed to

establish a prima facie case of obvi ousness. It is the

exam ner, after all, who has the initial burden of
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establishing a prima faci e case which,

exam ner has not done.

For the foregoing reasons,

is reversed.

REVERSED

MARC L. CAROFF
Adm ni strative Patent Judge

BRADLEY R GARRI S
Adm ni strative Patent Judge

DOUGLAS W ROBI NSON
Adm ni strative Patent Judge
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